
SSL"]? SI*™* APARTMENT OF COMMERCE 
Patent and Trat^^ark Office 

Address: COMMESCNER OF PATBSTTS AND TRADEMARKS 
Washington, O.C 20231 % - 




09/254,623 07/08/99 



SHANAHAN-PRENDERGAST 



E 8009^7004 -US 

EXAMINER | 



HM22/0320 



BROWN «t ASSOCIATES 
LYDON & BROWN LLP 
100 DAINGERFIELD ROAD, 
SUITE 100 

ALEXANDRIA VA 22314-3327 



This is a communication from the examiner In charae of your aiJoCcation. 
COMMISSIONER OF PATENTS AND TRADEMARKS ^ 



7 

DATE MAJU=b£42 



03/20/00 



OFFICE ACTION SUMMARY 

□ Responsive to commun!cation{s) filed on 

□ This action is FINAL. 

D f l^n^^K 0 " to i 0r allowar ^ except for format matters, prosecution as to the merits is closed in 

accordance with the practice under Ex parte Ouayfa, 1 935 D.C. 1 1 ; 453 O.G. 21 3. ^^^^ 



A shortened statutory period for response to this action is set to expire 



1 .136(a). 3 ' ' extensions or time may be obtained under the provisions of 37 CFR 

Disposition of Claims 

0. Claim(s) I - /& ? . 

Of the above, ctaim(s) 

□ Claimcs) . 

□ Claim(s) 

□ Claim(s) 



is/are pending in the application. 

is/are withdrawn from consideration. 

. is/are allowed. 

is/are rejected. 



is/are objected to. 



are subject to restriction or election requirement. 



£9LCIaims /— /n 2_ 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on . , ^. _ ^ L 

*" ' — ■ . is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on . - n , n 

is U approved U disapproved. 

□ The specification is objected to by the Examiner. 

D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All QSome- □ None of the CERTIFIED copies of the priority documents have been 
D received. 

□ received in Application No. (Series Code/Serial Number) 



□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
'Certified copies not received: ____ 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 11 9(e). 
Attachment(s) 

□ Notice of Reference Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

Lj Interview Summary, PTO-413 

l — i 

U Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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- SEE OFFICE ACTION ON THE FOLLOWING PAGESj^ 
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DETAILED ACTION 



Effective February 7, 1998, the Group Art Unit location has been changed, and the 
examiner of the application has been changed. To aid in correlating any papers for this 
application, all further correspondence regarding this application should be directed to Minh-Tam 
Davis, Group Art Unit 1642. 



1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not so 
linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in response to this action, to elect 
a single invention to which the claims must be restricted. 

Group I, claim(s) 1-4, 6-7, 10-25, 32, 35, 37-42, 58-73, 90-97, drawn to 1) a method for 
treating or preventing diseases by administering antibodies against phospholipase A2, and 2) 
antibodies against phospholipase A2. 1 

Group II, claim(s) 1-4, 6-7, 10-25, 32, 35, 37-42, 58-73, 90-97, drawn to a method for 
treating or preventing diseases by administering antibodies against phospholipase A2 and venom. 

Group III, claim(s) 8, 52, and 83, drawn to a composition, comprising venom, and/or 
phospholipase A2, in combination with Phospholipase C. 



Election/Restrictions 
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Group IV, claim9s) 5, 9, 26-31, 36, 43-51, 53-57, 74-82, 84-89, 97-102, drawn to a 
method of treating or preventing diseases, by administering phospholipase A2. 

Group V, claim(s) 33-34, drawn to a method of detection of neoplastic diseases. 

In addition, upon the election of any of groups I, II, IV, further election of the following 
patentably distinct species of the claimed invention is required: 

Anyone of the diseases recited in claim 20, or parsitic or bacterial infections. 
2. The inventions listed as Groups I-V do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: . 

An international stage application shall relate to one invention only or to a group of 
invention so linked as to form a single general inventive concept. If multiple products, processes 
of manufacture or uses are claimed, the first invention of the category first mentioned in the 
claims of the application will be considered as the main invention in the claims, see PCT article 
17(3) (a) and 1.476 (c), 37 C.F.R. 1.475(d). Group I will be the main invention. After that, all 
other products and methods will be broken out as separate groups (see 37 CFR 1 .475 (d)). 
Group I form a single inventive concept. 

Group II is an additional method of treating diseases, which uses a combination of venom and 
antibodies, wherein said combination therapy is distinct, and could have different effects, as 
compared to using antibodies alone. 
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Group III is an additional product, i.e. venom, phospholipase A2 and phospholipase C, which are 
structurally distinct from the antibodies of group I. 

Group IV is an additional method of treating disease, using a different mean, i.e. by administering 
phospholipase A2, instead of antibodies. 

Group V is an additional method, a method of detecting cancer, which has different objectives, 
and uses different biochemical agents than a method of treating diseases. 

Because these inventions are distinct for the reason given above and have acquired a 
separate status in the art as shown by their different classification, and because the searches for 
the groups are not co-extensive, restriction for examination purposes as indicated is proper. 

Applicants are required under 35 USC 121 to elect a single disclosed group for 
prosecution on the merits to which the claims shall be restricted. Applicant is further advised that 
a response to this requirement must include an identification of the species that is elected 
consonant with this requirement, and a listing of all claims readable thereon, including any claims 
subsequently added. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of claims 
to additional species which are written in dependent form or otherwise include all the limitations 
of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP 809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
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be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 USC 103 of the other invention. 

Applicants are reminded that upon the cancellation of claims to a non-elected invention, 
the inventorship must be amended in compliance with 37 C.F.R. 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendement of inventorship must be accompanied by a diligently-filed petition 
under 37 C.F.R. 1.48(b) and by the fee required under 37 C.F.R. 1.17(h). 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Minh-Tam B. Davis whose telephone number is (703) 305-2008. The 
examiner can normally be reached on Monday-Friday from 10: 00 am to 2:00 pm, except on 
Wesnesday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Paula Hutzell, can be reached on (703) 308-43 10. The fax phone number for this Group is 
(703) 308-4227. 

Communications via Internet e-mail regarding this application, other than those under 35 
U.S.C. 132 or which otherwise require a signature, may be used by the applicant and should be 
addressed to [Paula.HutzeIl@uspto.gov]. 
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All Internet e-mail communications will be made of record in the application file. PTO 
employees do not engage in Internet communications where there exists a possibility that sensitive 
information could be identified or exchanged unless the record includes a properly signed 
express waiver of the confidentiality requirements of 35 U.S.C. 122. This is more clearly set 
forth in the Interim Internet Usage Policy published in the Official Gazette of the Patent and 
Trademark on February 25, 1997 at 1 195 OG 89. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0916. 

■ 

Minh-Tam B. Davis 



March 9, 2000 



PAULA K. HUTZELL 
SUPERVISORY PATENT EXAMINER 




